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GIRIS

Hukuki anlamda servis saglayici olarak tanimlanan
Google, Yahoo, Bing gibi arama motorlar1 ve Amazon,
Net-A-Porter, eBay, Trendyol, Hepsiburada gibi e-ticaret
sitelerinin glindelik hayatta daha sik bicimde yer almasi
bu konularda énemli hukuki uyusmazliklarin dogmasina
sebebiyet vermektedir. Bu arama motorlarinin ve
e-ticaret sitelerinin misterileri kendilerine ait web
sitelerinin ve/veya e-ticaret magazalarinin tiiketiciler
tarafindan yapilan arastirmalarda daha kolay bir sekilde
bulunabilmesi i¢in ¢esitli anahtar kelimeleri (“Adwords”)
kendi biinyelerinde tutmakta ve bu sayede ilgili anahtar
kelimeler ile daha kolay bir sekilde ticari iletisim
yapabilmektedirler. ~ Ozellikle, giiniimiizde anahtar
kelime secimi/alimi yapilirken, 3.kisilere ait tescilli
markalarin anahtar kelime (“Adwords™) olarak satin
almmast da bu baglamdaki uyusmazlik sayisini 6nemli
Olciide arttirmistir.

Anahtar Kelime (“Adwords”) saglanmasi aslinda uzun
yillardir var olan, tiiketiciler tarafindan servis saglayicilar
nezdinde arastirma yapilirken, arastirma konusu ile
baglant1 olarak hizmet saglayicilarin daha iist siralarda
yer almasini saglayan bir servistir. Isbu servis ile kelime
bas1 ticretlendirme metodu ile hizmetten yararlandirilan
kisiler tiiketiciler tarafindan ulasilma noktasinda belirli
bir ayricalik elde etmis olmaktadirlar.

Bu kapsamda, Anahtar Kelimenin taraflarindan ilki,
gercek ve/veya tiizel kisiliginin, servis saglayicidaki
arama konusu ile ilintili olarak 6n planda tutulmasini
arzulayan ve buna yonelik servis saglayicida miisait
olarak goriinen kelimenin alimini1 yapan “Alict” dir.
Diger taraf ise, Anahtar kelimenin ilgili siteye entegre
edilmesini saglayarak, konu ile baglantili arama
yapilmast halinde ilk siralarda ¢ikmasini saglamakla
miikellef “Servis Saglayic1” dir. Her ne kadar taraflar
arasinda iki tarafli akdedilen bir so6zlesme dogmus ve
isbu sozlesmenin konusu Anahtar Kelimenin alimi ve
Servis Saglayicinin hizmet saglama sorumluluguna
yonelik olsa da 3.kisilerin tescilli markasinin ve/veya
markalarinin birebir aynilarimin ve/veya benzerlerinin
Anahtar Kelime (“Adwords”) olarak alimi neticesinde
marka hukuku ve/veya haksiz rekabet anlaminda
uyusmazliklar dogabilmektedir. Hal boyle olunca, marka
hakkinin Anahtar Kelime (“Adwords”) alimi1 yoluyla
ihlal edilmesi halinde alici ve servis saglayicinin
arasindaki sozlesmeden dogan sorumluluklarinin ulusal
ve uluslararas1 igtihatlar ve mevzuatlar 15181nda
degerlendirilmesi gerekmektedir.

ABSTRACT

The fact that providers of internet search engines such as
Google, Yahoo, and Bing, which are defined as legal
service providers, and e-commerce platforms such as
Amazon, Net-A-Porter, eBay, Trendyol, and Hepsiburada
became more frequent in daily life caused significant
legal disputes in these matters. “Buyers” of these internet
search engines and e-commerce platforms have various
keywords ("Adwords") in their own so that their websites
or e-commerce stores can be found with a higher
placement or greater prominence for their websites in the
research made by consumers, and thus, they can make
commercial communication with the relevant keywords
more easily. In particular, while choosing and purchasing
keywords today, purchasing registered trademarks
belonging to third parties as keywords ("Adwords") has
significantly increased the number of disputes in this
context.

Providing Keywords ("Adwords") is a service that has
existed for many years and enables service providers to
rank higher in connection with the research topic while
consumers are researching service providers. With this
service, people who benefit from the per-word pricing
method gain a particular privilege at the point of being
reached by consumers.

In this framework, the first of the parties to the Keyword
is the "Buyer," who wishes to keep his factual or legal
personality in the foreground in relation to the search
subject in the service provider and purchases the word
that appears to be available in the service provider for this
purpose. The other party is the "Service Provider," which
ensures that the Keyword is integrated into the relevant
site and appears in the first place in case of a search
related to the subject. Although a bilateral agreement has
arisen between the parties and the subject of this
agreement is the purchase of the Keyword and the
responsibility of the Service Provider to provide service,
disputes may arise in terms of trademark law or unfair
competition as a result of the purchase of the same or
similar trademarks of third parties as Keywords
("Adwords"). As such, in the event that the trademark
right is violated through the acquisition of Keywords
("Adwords"), the responsibilities arising from the
contract between the buyer and the service provider
should be evaluated in the light of national and
international jurisprudence and legislation.
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I.Tescilli Bir Markanin Anahtar
Kelime (“Adwords”) Olarak
Allminda Servis Saglayicinin
Sorumlulugu

Avrupa Marka Hukuku kapsaminda servis saglayicinin
sorumluluklarindan biri 3. kisilerin tescilli markasinin
fonksiyonlarini (orijinallik fonksiyonu, kalite
fonksiyonu, reklam fonksiyonu) korumaktir. Bu
kapsamda, servis saglayici, tescilli markaya karsi ihlal
teskil edebilecek fiil ve eylemleri olabildigince
engellemekle beraber, tescilli markanin kullanildig:
istigal sektoriinde taklitlerinin Oniine ge¢mesinden
sorumludur.

Elbette bu sorumluluklar kanun koyucu tarafindan
ylikletilen — sorumluluklar  olmadigindan igtihatlar
bakimindan her somut olaya gore degerlendirilmektedir.
Ancak, tescilli markanin fonksiyonlarimin korunmasi
esas oldugundan servis saglayiciya da bahsi gegen
sorumluluklarin  yiikletilmesi hukukun dogasi ile
bagdasmaktadir.

Her ne kadar servis saglayicilariin bu baglamdaki
sorumluluklarina yonelik tilkemizde net bir uygulama
olmasa da, Avrupa Adalet Divani nezdinde anahtar
kelimeler (“Adwords”) baglaminda verilmis olan en
onemli kararlarindan biri olan Google France Sarl v
Louis Vuitton Malletier SA (C-236/08) kararina
deginmek gerekmektedir.

Bahsi gecen karar dogrultusunda hukuken servis
saglayict sorumlulugu sifatina haiz Google agisindan
glinimiizde iiye sayilar1 artis gdstermekte iken, Google
tarafindan tek tek kontrol yapilmasinin olanaksiz hale
geldigi onemle vurgulanmistir. Ancak, yeni kurulmus
olan sirketlerin arama motorlarinda ilk siralarda yer
almak i¢in bazi anahtar kelimeler (“AdWords”) satin
alinmas1 neticesinde tescilli markanin hak sahibi olan
3.kisinin Online gegme durumu olmasi halinde marka
sahibinin tescilli markasinin fonksiyonlarina yonelik
ihlal olustugu ve bu halde marka hakkia tecaviiz
eylemleri olugacag belirtilmistir.

I.Responsibility of the Service
Provider in the Purchase of a
Registered Trademark as a
Keyword ("Adwords'")

One of the responsibilities of the service provider under
European Trademark Law is to protect the functions of
the registered trademark of third parties (originality
function, quality function, advertising function). On this
basis, the service provider is responsible for preventing
imitations in the business sector where the registered
trademark is used and preventing acts and actions that
may constitute a violation of the registered trademark as
much as possible.

Since the legislator does not impose these
responsibilities, they are evaluated according to each
concrete case in terms of case law. However, since the
protection of the functions of the registered trademark is
essential, assigning the responsibilities mentioned above
to the service provider is compatible with the nature of
the law.

Although there has yet to be a precise application in our
country (Turkey) regarding the responsibilities of service
providers, in respect of, it is necessary to highlight the
decision of the European Court of Justice in Google
France S.A. v. Louis Vuitton Malletier SA (C-236/08).

In line with the decision mentioned above, it has been
emphasized that while the number of members is
increasing in terms of Google, which has the legal
responsibility of a service provider, it has become
impossible to control them one by one by Google.
However, it has been stated that if the newly established
companies buy some keywords ("AdWords") in order to
rank in first place in the search engines, if the third party
who is the proper owner of the registered trademark is
prevented, there will be a violation of the functions of the
registered trademark of the trademark owner. In this case,
acts of trademark infringement will occur.

The national court asked the Court of Justice of the
European Union to give a preliminary ruling as to the
proper interpretation of Directive 89/104, art. 5(1)(a),
where part of a trademark was used as an advertising
keyword to produce internet search results.



MAKALELER / ARTICLES

Google France Sarl v Louis
Vuitton Malletier SA (C-236/08)
Davanin Ozeti:

Ulusal yargilamadaki davali Google, sitelerin kullanict
tarafindan girilen anahtar kelimelerle (“AdWords”) alaka
diizeyine gore azalan sirayla sonuglar iireten bir internet
arama motorunun saglayicist olarak tanimlanmustir.
Isletmeler, sponsorlu veya reklami yapilan baglantilar
icin 6deme yaparak siteler i¢in daha yiiksek bir konum
veya daha fazla 6ne ¢ikmay1 giivence altina alabilirler ve
bunun bir parcasi olarak belirli anahtar kelimeleri
ayirmaya hak kazanmaktadirlar.

Bu islemlerin de bir pargasi olan davaci Louis Vuitton,
cesitli tescilli markalarin hak sahibidir. Google, Louis
Vuitton'un mal ve hizmetlerinin taklit versiyonlarini
sunan veya Louis Vuitton’un rakibi olan ve reklam
verenlerin, Louis Vuitton’un ilgili tescilli markalarmin
asli unsurlarmin tamamii veya bir kismimi igeren
anahtar kelimeleri rezerve etmelerine izin verdiginden ve
bunun sonucunda da kullanicilarin Louis Vuitton’un
orijinal sitesi haricinde bahsi gecen diger sitelere
yonlendirildiginden dolayr Louis Vuitton, reklami
yapilan veya sponsorlu baglantilar hizmeti araciligryla bu
web sitelerinde var olan sirkete ve Google’a, ilgili tescilli
markalarmin 21 Aralik 1988 tarihli Uye Devletlerin
yasalarini birbirine yakinlastirmak i¢in ticari markalarla
ilgili, 89/104/EEC numarali, ilk Konsey Direktifi’nin 5
(1) ve 5 (2) maddelerini, 20 Aralik 1993 tarihli 40/94
numarali Avrupa Birligi (Topluluk) ticari markasi
hakkinda Konsey Tiiziigii’niin (EC) madde 9(1)’ini, 8

Haziran 2000 tarihli Avrupa Parlamentosu ve
2000/31/EC  numarali  Konsey Direktifi'nin  14.
Maddesini  ozellikle i¢ pazarda elektronik ticaret

(“Yonetmelik elektronik ticaret’) (OJ 2000 L 178, s. 1)
konulu Avrupa Parlamentosu’nun Konsey Kararini ihlal
ettigi yoniindeki iddialarini ileri siirmiistiir.

Avrupa Birligi Adalet Divaninda goriilmiis olan
yargilama neticesinde, 20 Mart 2010 tarihli nihai kararda
asagidaki gerekgeler kapsaminda Google’in Marka
Hakkima Tecaviiz eylemini gergeklestirmedigi seklinde
hiikiim kurulmustur;

Google France SA v. Louis
Vuitton Malletier SA (C-236/08)
Case Summary:

Google, the defendant in the national proceedings, was
the provider of an internet search engine that generated
results in descending order of relevance of sites to the
keywords entered by the user. Businesses were able to
secure a higher ranking or greater prominence for their
websites by paying for sponsored or advertised links, as
part of which they were entitled to reserve specific
keywords. In those proceedings, the claimants, Louis
Vuitton, in those proceedings, were the registered
proprietors of various trademarks. They complained that
Google was allowing advertisers who either offered
imitation versions of Louis Vuitton's goods and services
or who were competitors of Louis Vuitton to reserve
keywords that comprised all or part of the elements of
Louis Vuitton's respective trademarks, as a result of
which users were directed to those websites via the
advertised or sponsored links service. Louis Vuitton
alleged that this constituted an infringing use by Google
of their marks within the meaning of art. 5(1)(a).

Google France Sarl v. Louis
Vuitton Malletier SA (C-236/08)
Case Judgement

These references for a preliminary ruling concern the
interpretation of Article 5(1) and (2) of First Council
Directive 89/104/EEC of December 21, 1988, to
approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1), Article 9(1) of Council
Regulation (EC) No 40/94 of December 20, 1993, on the
Community trade mark (OJ 1994 L 11, p. 1), and Article
14 of Directive 2000/31/EC of the European Parliament
and of the Council of June 8, 2000, in particular electronic
commerce, in the Internal Market (Directive on certain
legal aspects of information society services, in particular
electronic commerce, in the Internal Market ('Directive
on electronic commerce') (OJ 2000 L 178, p. 1).
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121 Aralik 1988 tarihli Uye Devletlerin yasalarim
birbirine yakinlagtirmak icin ticari markalarla ilgili,
89/104/EEC numarali ilk Konsey Direktifinin madde
5(I)(a) ve 20 Aralik 1993 40/94 numarali Konsey
Tiziigi’'nliin (EC) madde 9(1) (a) hiikiimleri, Avrupa
Birliginde tescilli markasi olan marka sahibinin izni
olmadan tescilli markalarinin, {iclincii bir kisi tarafindan
bir reklam veren vasitasiyla ayni anahtar kelimelere
dayanarak reklamimin yapilmasini yasaklama ve/veya
kisitlama  yetkisine sahip oldugu seklinde
yorumlanmalidir. Bu kapsamda, bir internet saglayici
servis ile o markanin tescil edildigi mal veya hizmetlerle
aynt olan, {gcilincii kisilerin ve internet servis
saglayicisinin s6z konusu reklamin ortalama bir internet
kullanicisina, ilgili mal veya hizmetin gergek olup
olmadigimi anlamasina olanak vermemesi veya o 1
kullanicinin ~ giicliikle anlamasina imkan vermesi
durumunda ilgili hiikiimler uygulanir.

. Ancak, internet referans hizmeti bir servis saglayici

oldugundan ve yalnizca anahtar kelimelerin ticaretini
yapan ve depolayan bir hizmet oldugundan, 89/104
numarali Direktifin madde 5(1) ve (2) kapsaminda ve
40/94 numarali Konsey Tiiziigliniin madde 9 (1)
kapsaminda olan marka ibaresini ihlal edici bir kullanimi
bulunmamaktadir.  Baska  bir deyisle, anahtar
kelimelerinin depolanmasi servisi marka ibaresinin
internet saglayici tarafindan kullanildigina isaret etmez.

. 8 Haziran 2000 tarihli Avrupa Parlamentosu ve Konsey

Direktifi 2000/31/EC’nin 14. Maddesi kapsaminda; i¢
pazarda basta elektronik ticaret olmak tiizere “bilgi
toplumu  hizmetlerinin”  belirli yasal yOnlerinin
("Elektronik ticarete iliskin Yonerge") ve burada 2
belirtilen kuralin, hizmet saglayicinin internet referans
hizmeti saglayicist i¢in de gegerli oldugu seklinde
yorumlanmasi gerekir. Somut olayda, Google saklanan
veriler hakkinda bilgi veya kontrol saglayacak tlirden
aktif bir rol oynamamistir. Béyle bir rol oynamamissa,
internet servis saglayici (Google), bir reklam verenin 3
talebi tlizerine sakladig1 verilerden, bu verilerin hukuka
aykiri1 oldugu veya reklam verenin faaliyetleri hakkinda
bilgi edindikten sonra, sorumlu tutulamaz. Yalnizca
Google, ilgili verilere erisimi kaldirmak veya devre dist
birakmak i¢in hizli hareket etmesi gerekirken, hizli
hareket etmemistir.

1Google France Sarl v. Louis Vuitton Malletier SA (C-236/08) 7

The references have been made in the course of proceedings
between, in Case C-236/08, the companies Google France
SARL and Google Inc. (individually or jointly 'Google') and
the company Louis Vuitton Malletier SA ('Vuitton') and, in
Cases C-237/08 and C-238/08, between Google and the
companies Viaticum SA ('Viaticum'), Luteciel SARL
('Luteciel), Centre national de recherche en relations
humaines (CNRRH) SARL ('CNRRH') and Tiger SARL
('Tiger) and two natural persons, Mr. Thonet and Mr.
Raboin, concerning the display on the internet of advertising
links on the basis of keywords corresponding to trade marks.

On those grounds, the Court (Grand Chamber)
hereby rules on March 20, 2010:"

. Article 5(1)(a) of First Council Directive 89/104/EEC of

December 21, 1988, to approximate the laws of the Member
States relating to trademarks and Article 9(1)(a) of Council
Regulation (EC) No 40/94 of December 20, 1993, on the
Community trade mark must be interpreted as meaning that
the proprietor of a trade mark is entitled to prohibit an
advertiser from advertising, on the basis of a keyword
identical with that trade mark which that advertiser has,
without the consent of the proprietor, selected in connection
with an internet referencing service, goods or services
identical with those for which that mark is registered, in the
case where that advertisement does not enable an average
internet user, or enables that user only with difficulty, to
ascertain whether the goods or services referred to therein
originate from the proprietor of the trade mark or an
undertaking economically connected to it or, on the
contrary, originate from a third party.

. An internet referencing service provider which stores, as a

keyword, a sign identical to a trademark and organizes the
display of advertisements on the basis of that Keyword does
not use that sign within the meaning of Article 5(1) and (2)
of Directive 89/104 or Article 9(1) of Regulation No. 40/94.

. Article 14 of Directive 2000/31/EC of the European

Parliament and of the Council of June 8, 2000, on certain
legal aspects of information society services, in particular
electronic commerce, in the Internal Market (the Directive
on electronic commerce') must be interpreted as meaning
that the rule laid down therein applies to an internet
referencing service provider in the case where that service
provider has not played an active role of such a kind as to
give it knowledge of, or control over, the data stored.
Suppose it has yet to play such a role. In that case, that
service provider cannot be held liable for the data that it has
accumulated at the request of an advertiser unless, having
obtained knowledge of the unlawful nature of those data or
of that advertiser's activities, it failed to act expeditiously to
remove or restrict access to the data concerned.
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Sonug olarak, Avrupa Birligi Adalet Divani tarafindan
anahtar kelimelerin (“AdWords”) Google acisindan
marka hakkina tecaviiz olusturmadigi agikca belirtilmis
ve benimsenmistir. Avrupa Birligi Adalet Divani Yerlesik
Ictihat1 geregince, Google’in verilerini giivenli saklamak
amactyla topladigi, bu verilerin dogrulugunu kontrol
etmedigi, anahtar kelimeler bakimindan ticari olarak
faaliyet gostermesinin marka hakkina tecaviiz eylemleri
kapsaminda aranan “kullanim” eylemine dahil olmadig1
sebepleri ile marka ibaresini ihlal edecek ve/veya marka
hakkina tecaviiz olusturacak olan fiil ve eylemlerde
bulunmadig: tespit edilmistir.

Buna karsilik, servis saglayicinin kendisi dogrudan bir
eylemde bulunuyor ise marka hakkina tecaviiz
eylemlerinden sorumlu oldugu goriisii benimsenmistir.
Nitekim, Avrupa Adalet Divani’nin 4 Mayis 2022 tarihli,
2022 WL 01394433 (2022) say1li kararinda da hukuken
servis saglayicit niteligine haiz Amazon’un dogrudan
marka hakkina tecaviiz olusturan eylemlerde bulundugu
yoniinden hiikiim kurulmustur.

Lifestyle Equities CV v Amazon UK Services Ltd,
2022 WL 01394433 (2022) Davanin Ozeti:

Davact BEVERLY HILLS POLO CLUB ibaresini
tastyan ve giyim ve diger mallarla ilgili olarak tescil
edilen cesitli Birlesik Krallik ve AB ticari markalarinin
sahipleri ve miinhasir lisans sahipleri olan Lifestyle
Equities, Davali Amazon'un ABD markali {irtinleri
Birlesik Krallik ve AB'deki tiiketicilere reklam vererek,
satiga sunarak ve satarak Ticari Markalarini ihlal ettigini
iddia ediyor. Lifestyle ayrica Amazon'un ABD markali
iiriinlerin Ingiltere ve AB'ye ithalatindan miistereken
sorumlu oldugunu iddia etmistir. Somut olayda, Lifestyle
Equities ile iligkili olmayan bir taraf, “BEVERLY HILLS
POLO” ibareli markala ile ayni mallar i¢cin ABD'de
tescilli hak sahibidir. Davaci, Amazon'un kendi web sitesi
amazon.com araciligiyla ABD’de tescilli olan markalarin
iirtinlerinin reklamin1 yaparak, satiga sunarak ve Birlesik
Krallikk ve AB'deki tiliketicilere satarak Lifestyle
Equities’in  tescilli markalarin1 ihlal ettigini ileri
sirmiistii. AB ve Birlesik Krallik’ta ABD menseili
sirketin reklaminin ve satiginin yapildigini gostermek
iizere Davaci tarafindan test satin alimlar1 yapilmstir.

Asagida yer verilmis degerlendirmeler ve gerekgeler
kapsaminda davali Amazon UK Services marka hakkina
tecaviiz eden eylemler kapsaminda oldugu yoniinde
hiikiim kurulmustur;

1. Oncelikle, amazon.com'daki satis reklamlar1 ve

teklifleri ticari amagla mi1 kullanildi ve ingiltere ve AB
tiiketicilerini mi hedef alip aldig1 degerlendirilmistir.

2 |ifestyle Equities CV v. Amazon UK Services Ltd., 2022 WL 01394433 (2022)

As a result, the Court of Justice of the European Union has
explicitly stated and adopted that keywords ("AdWords") do
not constitute trademark infringement for Google. In
accordance with the settled case law of the Court of Justice
of the European Union, it has been determined that Google
collects its data in order to keep it safe, does not control the
accuracy of this data, does not act commercially in terms of
keywords, and does not engage in acts and actions that
would violate the trademark expression or create
infringement of the trademark due to the reasons why it is
not included in the "use" action sought within the scope of
trademark infringement actions.

On the other hand, if the service provider takes direct action,
it is accepted that it is responsible for the acts of trademark
infringement. As a matter of fact, in the decision of the
European Court of Justice dated May 4, 2022, and numbered
2022 WL 01394433 (2022), a provision was established that
Amazon, which is legally a service provider, engages in
actions that directly infringe the trademark rights.

Lifestyle Equities CV v. Amazon UK Services Ltd., 2022
WL 01394433 (2022) Case Summary:

The appellants were the owners and exclusive licensees of
various UK and EU trademarks relating to clothing and
other goods bearing the sign Beverly Hills Polo Club and
registered in respect of clothing and other goods. An
unrelated party owned corresponding trademarks registered
in the US for identical goods. The appellants claimed that
Amazon had infringed on their trademarks by advertising,
offering for sale, and selling US-branded goods to
consumers in the UK and EU through its website,
amazon.com. They had conducted test purchases to
demonstrate that this could take place. Amazon operated
two other country websites, one for the UK and one for
Germany. However, consumers from other countries could
purchase goods through the Amazon.com website, which
stated, "We ship over 45 million products around the world".
A much smaller print beneath that banner stated, "You can
also shop on Amazon UK for millions of products with fast
local delivery. Click here to go to amazon.co.uk".
Amazon.com also allowed consumers to shop on the site in
their local currency.

Within the scope of the evaluations and grounds given
below, it has been decided that Amazon UK Services, the
defendant, infringed their trademarks on May 4, 20222;

1. Did the advertisements and offers for sale on
Amazon.com constitute use in the course of trade, and were
they targeted at the UK and EU? Mere accessibility of a
website from a Member State was not sufficient to give rise
to an infringement under Regulation 2017/1001 art.
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Bu kapsamda, bir web sitesinin yalnizca erisilebilir
kilinmasmin, 2017/1001 Yonetmelik, madde 9(2)(a)
kapsaminda bir ihlale yol agmak i¢in yeterli olmadigi
acikca belirtilmistir. Ilgili eylemin dogrudan s6z konusu
Devlette veya AB'de "yonetilmis" veya "hedeflenmisg"
olmas1 gerekmektedir. BEVERLY HILLS POLO CLUB
isaretinin ilgili bolgede kullanilip kullanilmadiginin
objektif olarak degerlendirilmesi gerekmektedir. Ancak
olast  kullanicinin  siibjektif niyeti delil olarak
kullanilabilmektedir.

2. Ek olarak, isaretin kullanilip kullanilmadigi, makul
Olciide iyi bilgilendirilmis ve makul 6l¢iide gozlemci ve
ihtiyatli oldugu varsayilan ilgili mallarin ortalama
tiketicisinin ~ bakis  acisindan  degerlendirilmesi
gerekmektedir. Bu kapsamda, iddia edilen her kullanim
tiriiyle ilgili olarak 6zel bir degerlendirme yapilmasi
gerekmektedir.

3. Amazon.com'un ABD'li tiiketicilere yonelik olmasi
kapsamindaki degerlendirmelerde web sayfalarinin
yalnizca ABD’deki tiiketicileri hedefledigi ve Birlesik
Krallik/AB'deki tiiketicileri hedeflemedigi sonucuna
ulasilmadi. Baska bir deyisle amazon.com web sayfasi
yalnizca ABD'li miisterilerle sinirh degildir ve Amazon
tarafindan Birlesik Krallik'taki kullanicilara Birlesik
Krallik sitesinden aligveris yapabilecekleri belirtilmis
olsa da bu ifadeyi gozden kacirmalari kolaydir. Bu
nedenle, ABD sitesinden aligveris yapan Birlesik

Krallik/AB tiiketicilerinin daha yiliksek nakliye
maliyetleri ve ithalat vergileri 06demek zorunda
kalacaklarini, ancak karsilastirma yapmadikca bu
farkliliklarin~ farkinda  olmayacaklarmi  Onemle
belirtilmistir.

4. Amazon.com'daki "siparisinizi gozden gegirin"
sayfasi, 2017/1001 Yonetmelik, 9(3)(b) maddesi

kapsamindaki mallarin satis1 icin bir teklif olarak
nitelendirilmektedir. Bu sayfada Alici’nin Birlesik
Krallik’ta olmasi halinde, nakliye ve fatura adresleri
Birlesik Krallik’ta, ddeme para birimi Ingiliz Sterlini ve
Amazon mallarin Birlesik Krallik'a sevk edilmesi ve
Birlesik Krallik'a ithal edilmesi icin gerekli tim
diizenlemeleri yapmis olup Birlesik Krallik’taki
tilketiciye de teslim etmektedir. Amazon uygulamasinda,.
BEVERLY HILLS POLO CLUB markasina yonelik
yapilmis olan arama sonuglarindaki sayfada, {irlin
aciklamalarini ve ayrmtilarin1 iceren sayfada da
Ingiltere'deki tiiketicileri hedefleyerek: "bu iiriin Birlesik
Krallik'a gonderiliyor" ifadesi de yer aldigindan. Bu
baglamda, Amazon’un ABD sitesinde yer alan tim
reklamlar ve satis teklifleri, davacinin BEVERLY HILLS
POLO CLUB markasmin Birlesik Krallik ve AB'deki
kullanimlarimi ihlal etmektedir.

9(2). (a); the relevant act had to be "directed" or "targeted"
at that State or at the EU, L'Oreal SA v. eBay International
AG (C-324/09) EU: C:2011:474, [2012] Bus. LR 1369,
[2011] 7 WLUK 313 and Pammer v. Reederei Karl Schluter
GmbH & Co. KG (C-585/08) EU: C:2010:740, [2011] 2 All
ER (Comm) 888, [2010] 12 WLUK 196 applied. Whether
there had been use of the sign in the relevant territory had to
be objectively assessed, although the subjective intention of
the putative user might be evidentially relevant. Merck
KGaA v. Merck Sharp & Dohme Corp. [2017] EWCA Civ
1834, [2018] ETMR 10. [2017] 11 WLUK 598 and Argos
Ltd. v. Argos Systems Inc. [2018] EWCA Civ 2211, [2019]
Bus. LR 1728, [2018] 10 WLUK 157 followed. In addition,
whether the sign had been used was to be assessed from the
perspective of the average consumer of the relevant goods,
who was deemed reasonably well-informed, reasonably
observant, and circumspect. There had to be a specific
assessment in relation to each type of use complained of (see
paras 44-47, 53-56 of the judgement).

2. It did not follow that because Amazon.com was directed
at US consumers, the web pages were not targeted at UK or
EU consumers. It was plainly not restricted to US
customers, and although UK users were told they could shop
on the UK site, it would be easy for them to miss that
statement. The judge had considered it significant that UK
and EU consumers who bought from the US site would have
to pay higher shipping costs and import duties, but they
would not necessarily be aware of those differences unless
they made the comparison (paras 69, 72).

3. The "review your order" page on Amazon.com was an
offer for the sale of the goods within Art. 9(3)(b). It was
targeted at the UK: the purchaser was located in the UK, the
shipping and billing addresses were in the UK, the currency
of payment was pounds sterling, and Amazon made all the
necessary arrangements for the goods to be shipped to and
imported into the UK and delivered to the consumer. The
earlier pages in the purchasing process also targeted UK
consumers: the product details page and search results pages
stated, "This item ships to the United Kingdom." All the
advertisements and offers for sale in the issue amounted to
infringing uses of the relevant signs in the UK and EU
(pages 67, 75-77).

4. Even if the advertisements and offers for sale were not
targeted at the UK or EU, the sales made to UK or EU
consumers constituted infringing use of the signs, as
Blomgqvist v. Rolex SA (C-98/13) EU: C:2014:55, [2014]
Bus. LR 356, [2014] 2 WLUK 153 applied (paras 88—89).



Tiim bu degerlendirmeler ve gerekceler 1s1ginda, BEVERLY HILLS POLO CLUB iiriinlerinin satiga yonelik reklamlari
ve teklifleri Birlesik Krallik/AB'yi hedef almasa bile, Birlesik Krallik/AB tiiketicilerine yapilan satislar, marka hakkina

tecaviiz teskil ettigine hitkmedilmistir.

ILTescilli Markanin Anahtar Kelime (“Adwords”)
Olarak Satin AlInmasi Durumunda Satin Alanin
Sorumlulugu

3.kisilere ait tescilli bir markanin asli unsurunun
aynisinin ve/veya ayirt edilmeyecek derecede benzerinin
arama sirasinda reklam amagcli ilk siralarda yer almak i¢in
anahtar kelime (“Adwords”) olarak kullanilmasi
durumunda asil marka sahibinin tiiketicilerine ulagmasi
engellenebilmektedir. Bu halde eger, 3.kisi tarafindan
temin edilmis olan ve tescilli markayr igceren anahtar
kelime (“Adwords”) mal ve/veya hizmetler bakimindan
tilketicide karisiklifa mahal veriyorsa, ilgili anahtar
kelimeyi satin almis kisinin marka hakkina tecaviiz ve
haksiz rekabet kapsaminda sorumlulugu bulunmakta
oldugu Avrupa Adalet Divani kararlar1 ve Yargitay
kararlart ile sabittir.

Yukarida incelemis oldugumuz kararlar nezdinde,
Google France Sarl v Louis Vuitton Malletier SA
(C-236/08) uyusmazligt neticesinde  Google’inin
sorumlulugu olmadigit ancak Google’dan anahtar
kelimeyi alan kisinin, gergek ve/veya tiizel kisilerin
aleyhinde marka hakkina tecaviiz olusturan eylemlerde
bulundugu yoniinden hiikiim kurulmustur. Nitekim,
ilkemizde de benzer bir uygulama olarak Yargitay
nezdinde, tescilli bir markanin anahtar kelime
(“Adwords™) alim1 yapan kisinin 6769 sayili Sinai
Miilkiyet Kanunu’nun 29.maddesinde hiikiim altina
alimmis olan marka hakkina tecaviiz olusturan fiiller ve
6102 sayili Tirk Ticaret Kanunu’nun 55.maddesinde
(vd.) diizenlenmis olan haksiz rekabet teskil eden fiiller
kapsaminda degerlendirilecegi agikga belirtilmistir.

Yargitay 11.Hukuk Dairesi, 2021/5571 E. numaral ,
2023/211 K. numaral, 12.01.2023 tarihli ilaminda;

*“Bolge Adlive Mahkemesinin yukarida tarih ve sayisi
belirtilen karart ile davalimin "www.spotcicek.com" adli
internet sitesinin sahibi oldugu, arama motoruna
davacinin tescilli ''cicek sepeti' esas unsurlu markalar
yazildiginda, adwords iizerinden sonu¢ goriintiileme
sayfasinda davacimin o6n siwralara ¢iktigr, dolayisiyla
davacinin tescilli markalarinin lisanssiz ve izinsiz olarak
internet tizerinden fiilen davali tarafca kullanildigi, bu
suretle markaya tecaviiz ve haksiz rekabet fiilinin
gerceklestirildigi... davanin kismen kabulline karar
verilmigtir.” Bolge Adliye Mahkemesi kararmin 6100
sayili Kanun’un 370 inci maddesinin birinci fikrasi
uyarinca ONANMASI yoniinde hiikiim kurmustur.

3Yargitay 11.Hukuk Dairesi, 2021/5571 E. numarali , 2023/211 K. numarali,
12.01.2023 tarihli ilam1

II.Responsibility of the Buyer Who Purchases
Registered Trademarks as a Keyword (""Adwords')

In the event that the indistinguishably similar to the
distinctive character of a registered trademark belonging
to third parties is used as a keyword ("Adwords") for
advertising purposes during the search, it may be
prevented from reaching the consumers of the original
trademark owner. In this case, if the Keyword
("Adwords") supplied by the third party and containing
the registered trademark causes confusion for the
consumer in terms of goods or services, it is fixed by the
decisions of the European Court of Justice and The
Turkish Court of Cassation that the person who has
purchased the relevant Keyword has responsibility within
the scope of trademark infringement and unfair
competition.

According to the decisions they have reviewed, the above
provisions have been established where the Google
France Sarl v. Louis Vuitton Malletier SA (C-236/08)
conflict equipment is outside the protection of Google.
However, the person who obtained the Keyword from
Google commits crimes in the composition of trademark
rights against the person, whether a natural or juridical
person. As a matter of fact, as a practise similar to its
features, the declaration that the person who purchases
the Keyword ("Adwords") of a registered trademark will
be considered within the scope of the actions that
constitute a declaration of a trademark lawsuit, which is
stipulated in Article 29 of the Turkish Industrial Property
Code numbered 6769 ("Code")

The decision of the 11th Civil Chamber of the
Supreme Court, dated 12.01.2023 and numbered
2021/5571 E. 2023/211 K, states:

"With the above date and number specified by the
Regional Court of Justice, the defendant has the internet
width named "www.spotcicek.com.” When the plaintiff’s
registered "flower class-based trademarks are written to
the search engine, the plaintiff comes to the fore on the
result display page via AdWords, and the registered
trademarks of the previous plaintiff are actually used by
the defendant party on the internet without licence and
permission.”



SONUC VE GORUSLER

Avrupa Adalet Divani nezdinde anahtar kelimenin
(“Adwords”) satin  aliminda servis saglayicinin
sorumlulugu kapsaminda somut olaya gore degiskenlik
gostermekte oldugundan kimi zaman Google i¢in oldugu
gibi marka hakkma tecaviiz olusturan eylemlerde
sorumlulugu olmadigr tespit edilse de Amazon
uyusmazligindaki gibi servis saglayicinin daha fazla
miidahale edilebilirligi bulunan uyusmazliklarda ise
marka hakkina tecaviiz eylemlerinden sorumlu oldugu
tespit edilmektedir. Ancak Yerlesik Igtihat geregince
genel olarak 3.  kisinin  tescilli  markasinin
fonksiyonlarinin  saglanmasinda servis saglayicinin
dogrudan ve/veya dolayli olarak addedilebilecek diizeyde
sorumlulugu var ise, servis saglayici marka hakkina
tecaviiz olusturan eylemlerden sorumlu olabilecegi
sonucuna varilabilecegi kanaatindeyiz.

Buna karsilik, 3.kisinin tescilli markasimnin anahtar
kelime (“Adwords™) olarak satin alimini yapan kisinin,
Avrupa Adalet Divam Yerlesik Ictihatlar1 dogrultusunda
iilkemizde de 6769 sayili Sinai Miilkiyet Kanunu’nun ve
6102 sayili Tiirk Ticaret Kanunu’nun ilgili hiikiimleri
tahtinda marka hakkina tecaviiz olusturan fiiler ve haksiz
rekabet teskil eden eylemler kapsaminda sorumlulugu
bulunmaktadir.

CONCLUSION AND REMARKS

Consequently, since the scope of the service provider's
responsibility in the purchase of the Keyword
("Adwords") in the European Court of Justice varies
according to the concrete case, it is sometimes
determined that it is not responsible for actions that
constitute trademark infringement, as is the case for
Google. However, it is determined that the service
provider is responsible for the actions of trademark
infringement in disputes with more intrusiveness, as in
the Amazon dispute. However, in accordance with settled
jurisprudence, we believe that if the service provider has
direct or indirect responsibility for providing the
functions of the third party's registered trademark, it can
be concluded that the service provider may be
responsible for actions that infringe on the trademark
right.

On the other hand, the person who purchases the
registered trademark of the third party as a keyword
("Adwords") has responsibility within the scope of acts
that infringe the trademark rights and acts that constitute
unfair competition under the relevant provisions of the
Turkish Industrial Property Code numbered 6769 and the
Turkish Commercial Code numbered 6102.




Ticaret Unvanlarinin Korunmasi Ticaret
Unvanlarina Karsi Acilabilecek Davalar
ve Ticaret Unvanlari Ozelinde Sessiz
Kalma Nedeniyle Hak Kaybi

Protection Of Trade Names, Court Actions That
May Be Filed Against Trade Names And The
Loss Of Right Due To Staying Silent
Specific To Trade Names

UGURCAN TEKIN, LL.M
Partner, Attorney at Law/Trademark Attorney - Ortak Avukat/Marka Vekili

NAZ TUZUN
Associate / Attorney At Law - Avukat

INSIRAH BAYRAKC|

Associate / Attorney at Law- Intern - Stajyer Avukat

12



MAKALELER / ARTICLES

GIRIS
Ticari sahada tiiketiciler bir tirtin/hizmeti satin alirken bu
drinii/hizmeti  sunan  firmalarin  ticari  kokenini
birbirinden kolaylikla aymrabilmelidirler. Bu hem
tilketicilerin saglikli ve gilivenilir secimler yapmasinda,
hem de firmalarin tiiketici kitlesini ve itibarlarim
korumada olduk¢a Onemlidir. Bu nedenle ticaret
unvanlar1 kendi aralarinda ve bir smai hak olan markalar
ile bircok uyusmazliga konu olabilmektedir. Ticaret

unvanlart  odakli  hukuki aksiyonlar = mevzuatin
diizenlemeleri disinda Yargitay’in kararlari 1s18inda

ilerlemektedir. Bu makalede s6z konusu kararlara
atiflarda bulunularak uygulamadaki kurallar
detaylandirilacaktir.

A. Tiirk Ticaret Kanunu Isiginda Ticaret Unvani
ve Fonksiyonlari

6102 sayili Tiirk Ticaret Kanunu’nun (“TTK”) 39. ve
devam maddelerinde ticaret unvani diizenlenmistir.
TTK’da her ne kadar ticaret unvanmin dogrudan bir
tanimi yapilmamis olsa da ticaret unvani, tacirin, ticari
isletmesine iliskin ig ve islemleri yaparken kullandig1 ad
olarak tanimlanabilmektedir. TTK nin ii¢lincii kism1 olan
ticaret unvani ve isletme adi basligi altinda; ticaret
unvaninin kullanma zorunlulugu (TTK m.39), tescili
(m.40), sekli (m.41-45), ekleri (m.46), devami (m.47),
subeler (m.48), devri (m.49) ve korunmasi (m.50-52)
hiikiimleri yer almaktadir.

Bu dogrultuda, TTK’nmin 39. madde 1. fikrasi
kapsaminda, tacirlerin ticari isletmelerine iliskin
islemleri yaparken bu iglemleri tescil ettirmis oldugu
ticaret unvanlari altinda yapmasi zorunlu kilmmustir. isbu
maddenin 2. fikrasinda ise bu kullanim zorunlulugu
genisletilerek tacir olmanin bir geregi olarak; tacirin,
ticari isletmesinde, ticari igletmesi ile 1ilgili olarak
diizenledigi ticari mektuplarda ve ticari defterlerde
yapilan kayitlarin dayandigi belgelerde ve internet sitesi
olusturma yiikiimliliigiine tabi tacirlerde tescil edilen
internet sitesinde ticaret unvaninin goriiniir ve okunakli
bir sekilde yazmasi gerektigi zorunluluk olarak
diizenlenmistir.
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ABSTRACT

In commercial practice, consumers should be able to
easily distinguish the commercial source or origin of a
product or service provided by companies. This is crucial
not only for consumers to make informed and reliable
choices but also for companies to protect their consumer
base and reputation. Therefore, trade names may be
subjected to many disputes both among with other trade
names or trademarks, which are industrial property
rights. Legal actions concerning trade names evolve
based on the rulings of the Supreme Court, extending
beyond the scope of legislation. This article will discuss
the practice related to trade names, making references to
the relevant decisions.

A.Trade Name and Its Functions Under The
Turkish Commercial Code

The trade name is regulated in Articles 39 and subsequent
articles of the Turkish Commercial Code numbered 6102
("TCC™). Although there is no direct definition of the
trade name in the TCC, it can be defined as the name used
by a merchant while conducting business and
transactions related to their commercial enterprise. The
third part of the TCC, titled “Trade Name and Business
Name” contain provisions on the obligation to use the
trade name (Art. 39 TCC), registration (Art. 40), form
(Art. 41-45), annexes (Art. 46), continuation (Art. 47),
branches (Art. 48), transfer (Art. 49) and protection (Art.
50-52).

According to the first paragraph of the 39th article of the
TCC, it is obligatory for merchants to use their registered
trade names when conducting transactions related to their
commercial enterprises. The second paragraph of this
article extends this obligation of use and stipulates that as
a requirement of being a merchant, the merchant must
write the trade name in a visible and legible manner in its
commercial enterprise, in the commercial letters issued in
relation to its commercial enterprise, commercial books
recording transactions related to their commercial
enterprise and in the website of merchant subject to the
obligation to establish a website.
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Bu kapsamda, ticaret unvani, tacirin dis diinyada tescil
etmis oldugu ticaret unvani ile var olabilmesini ve ticari
isletme sahibini diger isletme sahiplerinden ayirmaya
yaramaktadir. Diger bir deyisle, ticaret unvaninin tanitma
fonksiyonu geregi diger tacirlere kars1 taraflarin kimligi
belirlenebilmekte, ayirt edici fonksiyonu geregi ise taciri
diger tacirlerden ayirt edebilmektedir.

Ticaret unvaninin nasil  olusturulacagt TTK’da
diizenlenmis olup, buna gore ticaret unvanmin 2 ayri
kisim olan g¢ekirdek ve ek kismindan olustugu
belirtilmistir. Ticaret unvaninda yer alan “gekirdek”
kism1 kanunen bulunmasi zorunlu bir unsur olup, tacirin
tiriine gore degiskenlik gostermektedir. Ticaret
unvaninda yer alan “ek” unsuru ise kural olarak ¢ekirdek
unsuruna eklenen ve ticaret unvanma ayirt edicilik
kazandiran unsur olarak kabul edilmektedir. Zira, tacirler
cekirdek unsurun aksine ek kismini kendi istegine gore
serbestce secebilmekte ve bu ek sayesinde ticaret
unvanlarmin birbirine karistirtlmasiin 6niine gegilmesi
amaglanmaktadir. Nitekim TTK madde 45 “Bir ticaret
unvanina Tirkiye nin herhangi bir sicil dairesinde daha
once tescil edilmis bulunan diger bir unvandan ayirt
edilmesi icin gerekli oldugu takdirde, ek yapilir.”
hilkkmiine haiz olup, ticaret wunvanlar1 arasinda
karigtirilma ihtimalini engellemek amaciyla unvana ek
yapilmasi gerektigi kanunda acikca belirtilmistir.

Ticaret unvanina yapilacak ekler bakimindan yasal
sinirlandirma ise TTK madde 46°da diizenlenmistir. isbu
hilkkme gore, s6z konusu ekler tacirin kimligi,
isletmesinin  genisligi, Onemi ve finansal durumu
hakkinda, tiglincti kisilerde yanlig bir goriisiin olusmasina
sebep olacak nitelikte bulunmamasi, gercege ve kamu
diizenine aykir1 olmamasi gerektigi belirtilmistir.
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In this context, the trade name enables the merchant to
exist outside with the registered trade name and to
distinguish the owner of the commercial enterprise from
other business owners. In other words, the trade name
essentially fulfills a dual role: first, it serves as an
identification mechanism that enables identification
against other merchants. Secondly, it has a distinctive
role, enabling the merchant to be easily distinguished
from other merchants in the commerce.

The establishment of a trade name is regulated in the
TCC which stipulates that the trade name consists of two
distinct components, namely the "core" and the
"additional" part. The "core" part of the trade name is
legally required and varies depending on the type of
merchant. On the other hand, the "additional" element in
the trade name is generally considered as an optional and
distinguishing component added to the core part.
Merchant have the liberty to freely choose the additional
part, unlike the core part, with the aim of preventing
confusion between other trade names. Article 45 of the
TCC clearly states that an additional element must be
added in order to distinguish a trade name from another
trade name previously registered in any registry office in
Turkey. This provision aims to prevent the likelihood of
confusion among trade names by stating that an
additional element should be added when deemed
necessary.

Article 46 of the TCC regulates the legal restriction
regarding the additional part of the trade name.
According to this provision, such additions should not
contain statements that may create a false impression on
third parties about the identity of the merchant, the scope,
importance and financial status of merchant’s
commercial enterprise. Furthermore, the additions must
not be contrary to truth and public order.
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B.Ticaret Unvaninin, Uciincii Kisilere Ait Ticaret
Unvanlarina ve Markalara Kars1 Korunmasi

L.Tiirk Ticaret Kanuna Gore “Tescilli” Ticaret
Unvaninin Sonraki Tarihli Ticaret Unvanina
Kars1 Korunmasi

TTK’nin 50. maddesi “Usulen tescil ve ilan edilmis olan
ticaret unvanini kullanma hakki sadece sahibine aittir.”
hilkmiine haiz olup, ticaret unvani sahibine usuliine
uygun sekilde ticaret unvanini tescil ve ilan etmesi
durumunda tiim Tirkiye bakimindan koruma saglanacagi
diizeltilmistir. Bu koruma ise ticaret unvanmnin terkin
edilmesi ile son bulacaktir. Ancak, 6nemle belirtmek
gerekir ki, Ticaret Unvanlari Hakkinda Tebligi’nin 4/8
maddesi uyarinca ticaret sicilinden silinen bir ticaret
unvani, unvanin silinmesine iliskin ilanin Tiirkiye Ticaret
Sicili Gazetesinde yayimlandig: tarihten itibaren bes yil
gecmedikce baska bir tacir adina yeniden tescil
edilemeyecegi diizenlenmektedir. Bu kapsamda, her ne
kadar tacir sifatinin kaybi ile tekel hakki son bulacaksa da
5 yil siireyle daha ticaret unvaninin bagkasi tarafindan
tescili engellenebilecektir.

Unvan sahibi, ticaret unvam iizerindeki tekel hakki
devam ettigi siirece, belirli kosullarin saglanmasi
kaydiyla {dglincii  kisiler tarafindan tescil edilen
ayni/benzer ticaret unvanlarina karst koruma talep
edebilecektir. Nitekim, {iglincli kisinin ticaret unvanini
tescil edilebilmesi i¢in unvaninin onceki tarihli ticaret
unvanindan yeterince farklilagmasi ve karigtirilma
ihtimaline yol agmamasi gerekmektedir.

Bu dogrultuda, TTK’nin 52. maddesinde unvana tecaviiz
ve unvanin korunmasimi diizenlemektedir. Buna gore,
ticaret unvanimin, ticari diiriistliige aykirt bicimde bir
baskasi tarafindan kullanilmasi halinde hak sahibi, bunun
tespitini, yasaklanmasini; haksiz kullanilan ticaret unvanm
tescil edilmigse kanuna uygun bir sekilde degistirilmesini
veya silinmesini, tecaviiziin sonucu olan maddi durumun
ortadan kaldirilmasini, gereginde araglarin ve ilgili
mallarin imhasini ve zarar varsa, kusurun agirligina gore
maddi ve manevi tazminat talep edebilmektedir.

Ticaret unvani sahibinin TTK m. 52 kapsamindaki
korumadan yararlanabilmesi icin zarar veya zarar
tehlikesi  gerekmeyip, diristlik kuralima aykin
kullanimin varlig1 gerekli ve yeterlidir.
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B.Protection of a Trade Name Against Third
Parties’ Trade Names And Trademarks

L.Protection Of A "Registered" Trade Name
Against A Subsequently Registered Trade Name
Under The Turkish Commercial Code

Article 50 of the TCC stipulates that the right to use a
registered trade name belongs exclusively to its owner. It
has been clarified that by registering the trade name, the
trade name owner will obtain protection throughout
Turkey; however, this protection will end upon the
cancellation of the trade name. It is important to
emphasize that according to Article 4/8 of the Regulation
on Trade Names, a trade name that has been cancelled
from the trade registry cannot be re-registered on behalf
of another merchant until five years have elapsed since
the date of the publication of the cancellation in the
Turkey Trade Registry Gazette. Consequently, although
the exclusive right ends with the loss of merchant status,
the re-registration of the trade name by another merchant
can be prevented for a period of five years.

The trade name owner, as long as their exclusive right
over the trade name persists, may claim protection
against third parties who register identical/similar trade
names under certain conditions. In this regard, in order to
register the trade name, the trade name must be
sufficiently differentiated from the previous trade name
and must not lead to likelihood of confusion.

In this context, Article 52 of the TCC regulates the
infringement and protection of the trade name.
Accordingly, if a trade name is used by another party in a
manner contrary to commercial honesty, the rights holder
may demand the determination and prohibition of such
use, the modification or cancellation of the registered
trade name or the remedy of the consequences arising
from the infringement, the destruction of means and
relevant goods when necessary, and, if there is any
damage, claim material and moral compensation
depending on the severity of the fault.

In order for the trade name owner to benefit from the
protection under Article 52 of the TCC, it is necessary
and sufficient that the existence of use contrary to the
good faith, and there is no requirement for actual or
potential damage.
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Uygulamada ise Yiiksek Mahkeme tarafindan TTK’ nin
52. maddesi iki sekilde yorumlanmaktadir. Genel kabul
goren goriige gore; TTK’nin 52. maddesinde belirtilen
“Ticaret unvaninin, ticari dirstliige aykir1 bicimde bir
bagkas: tarafindan kullanilmasi” ibaresinin ticaret
unvaninin ~ aynisinin ~ veya  kanistirtlma  ihtimali
olusturacak derecede benzerinin bir baskasi tarafindan
kullanilmas1 durumunda sonraki tarihli ticaret unvanin
terkinini veya degistirilmesi  gerektigi anlamina
geldigidir.  Dolayisiyla, uyusmazlik  kapsaminda
belirlenmesi gereken husus ticaret unvanlari arasinda
karigtirilma ihtimali olup olmadigi, bunun i¢in de ticaret
unvanlarmin ve ticari isletmelerin faaliyet konularmin
ayni veya benzer olmasi1 gerekmektedir. Bu kapsamda,
ticaret unvanlar1 ayni/benzer olsa bile faaliyet konular
farkli ise unvanlar arasinda kural olarak karistirilma
ihtimali bulunmadigina hitkkmedilebilecektir. Zira, farkl
tilketici kitlesine hitap eden ticaret unvanlar1 arasinda
karigtirilma ihtimali dogmayacaktir. Tam tersi olarak ise
her ne kadar ticaret unvanlarinin kapsadiklar1 faaliyet
alanlart ayni/benzer olsa bile, ticaret unvanlarinin
cekirdek ve ek kisimlarmin bir bitiin halinde
gozetildiginde farklilastign  kabul ediliyorsa yine
karigtirilma ihtimalinden bahsedilmeyecektir.!

Zira, Hukuk Genel Kurulu'nun 21.03.2019 tarihli
kararinda, taraflarin faaliyet konularinin tamamen
birbirinden farkli oldugu ve dava tarihi itibartyla
davacmin ticaret unvaninin taninmis oldugu ispat
edilemediginden her iki sektoriin tiiketicileri nezdinde bu
iki  ticaret unvanmin  karigtirilma  ihtimalinin
bulunmadigia hitkkmedilmistir. Bu kapsamda, taraflarin
faaliyet gosterdikleri alanlarm farkli olmasi durumunda
ticaret unvanlar1 arasindaki karigtiritlma ihtimalinden
bahsedebilmek i¢in mutlaka dosya kapsaminda
taninmighigin ispatina dair ticaret unvanmin yogun
kullanim1 iddia eden tarafindan ispatlanmasi gerektigi
ayrica belirtilmistir.2 Bu durumda, ilgili Hukuk Genel
Kurul Kararimdan anlasilacagi iizere, her iki ticaret
unvanin kapsadiklar1 faaliyet alanlar1 birbirinden farkli
olmast durumunda, karistirilma ihtimalinden
bahsedebilmek i¢in koruma isteyen ticaret unvaninin
taninmisghigini ispatlamasi gerekmektedir.

In practice, Article 52 of the TCC is interpreted in two
ways by the Supreme Court. According to the prevailing
opinion, the phrase "use of the trade name in a manner
contrary to good faith by another party" specified in
Article 52 of the TCC means that the same trade name or
a trade name similar enough to create a likelihood of
confusion is used by another person, the subsequent trade
name must be canceled or changed. Therefore, in order to
determine whether there is a likelihood of confusion
between trade names, the trade names and field of
activity of the commercial enterprise must be the same or
similar. With regard to this matter, even if trade names are
identical or similar, as long as their field of activity
differs, there will generally be no possibility of confusion
since trade names targeting different consumer groups
will not create a likelihood of confusion. On the other
hand, if trade names cover the same or similar fields of
activity, but the core and additional parts of the parties'
trade names are seem to be dissimilar when considered as
a whole, then once again, there will be no possibility of
confusion.

In the decision of the General Assembly of Civil
Chambers dated 21.03.2019, it was ruled that since the
parties' field of activity were completely different and the
claimant's trade name was not proven to be well-known
as of the date of the lawsuit, there was no possibility of
confusion between these two trade names among the
consumers. In this regard, it was also emphasized that in
order to claim likelihood of confusion between trade
names with different fields of activity, the party claiming
the recognition of the trade name must provide evidence
of its well-known status. Therefore, as evident from the
relevant decision of the General Assembly of Law, in
cases where the areas of activity covered by both trade
names are not same/similar, the party seeking protection
must prove the well-known status of the trade name to
claim the possibility of confusion.

' Suluk, Cahit/ Karasu, Rauf/ Nal Temel; Fikri Milkiyet Hukuku, Ankara, 2018, s. 383, ayni dogrultuda bkz. Yargitay 11. HD.,
E.2018/412 K. 2019/2488T.1.4.2019, Yargitay 11. HD,, E. 2014/11837 K. 2014/16981T. 6.11.2014, Yargitay 11. HD., E. 2014/12325 K. 2014/19560T. 11.12.2014

2HGK. 21.03.2019, E. 2017/1298, K. 2019/335
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Bu kapsamda, faaliyet alanlar1 bakimindan benzerlik
degerlendirilmesi  i¢in  taraflarin  fiilen  faaliyet
gosterdikleri alan degil ticaret sicilinde kayith faaliyet
konularinin  benzerlik degerlendirilmesinde  dikkate
alinmas1 gerektigini Onemle belirtiriz. Zira, Yargitay
19.12.2016 tarihli bir kararinda sirketin faaliyet
alanlarmin farkli olmasi ticaret unvanma tecaviiziin
degerlendirilmesi i¢in bir Ol¢lit olmadigi, taraflara ait
sicil ozetleri incelendiginde her iki sirketin faaliyet
konusunun ayni oldugunun anlagilmasi ile TTK madde
52  hikmi wuyarmca davalimin ticaret unvanim
kullanmasinin 6nlenmesine ve ticaret sicil kayitlarindan
terkinine karar vermistir. 3

Ancak, Yiiksek Mahkeme’nin yukarida belirtmis
oldugumuz Hukuk Genel Kurulu ile ¢atisan bir diger
kararinda ise kanunun lafzindan yalnmizca ticaret
unvaninin kullanilmasindan bahsedildigi, bu kapsamda
faaliyet konularmin incelenmesine gerek olmadig
belirtilmistir. Nitekim, Yargitay 11. Hukuk Dairesi
01.11.2004 tarihli kararinda kanaatimizce hatali olarak
TTK’nin 54. Maddesi uyarinca ticaret unvanini kanuna
aykirt olarak bagkasi tarafindan kullanilan kimsenin,
bunun men’ini, tescilli unvanin degistirilmesi veya
silinmesini, varsa zararmin tazminini ve hilkmiin
gazetede yaymlanmasim isteyebilecegini ongordiigiinii
kanunun lafz1 geregi tescilli unvanin varligi ve onceligi
asil ve yeterli olup, ayrica isletmelerin faaliyet
sahalarinin = aym1  olmasi  zorunlulugu aranmadig
belirtilmistir.4 Ancak, kanaatimizce Hukuk Genel
Kurulu’nun karar1 hem daha ticari hayatin beklentilerine
uygun, hem de daha yeni tarihli oldugundan faaliyet alan1
benzerliginin dikkate alinmasi ve buna goére karar
verilmesi daha uygundur.

Furthermore, it is crucial to emphasize that when
evaluating the similarity in terms of fields of activity
between the enterprises, the registered fields of activities
in the trade registry should be considered, rather than the
actual fields of activities of the parties. In fact, in the
decision of the Supreme Court dated 19.12.2016, it was
ruled that the difference in the fields of activity of the
companies is not a criterion for evaluating the
infringement of the trade name. Upon examination of the
trademark registry of both parties, it was seen that the
field of activity of both companies was the same and it
was decided to prohibit the defendant from using the
trade name and to remove it from the trade registry
records pursuant to Article 52 of the Turkish Commercial
Code...

However, in another decision of the Supreme Court,
which contradicts the aforementioned decision of the
General Assembly of Civil Chambers, it is stated that the
wording of the law only pertains to the use of the trade
name, and there is no requirement to evaluate the fields of
activity within this context. Indeed, in the decision dated
01.11.2004 of the 11th Civil Chamber of the Supreme
Court, it was stated that Article 54 of the TCC envisages
that a person whose trade name is unlawfully used by
someone else can demand prevention of such use,
alteration, or revocation of the registered trade name,
compensation for damages if any, and the publication of
the decision in the newspaper. The decision states that,
according to the wording of the law, the existence of a
trade name with a previous date is considered sufficient
and essential, and there is no requirement to have
identical or similar fields of activity between the
enterprise. However, in our opinion, the decision of the
General Assembly of Civil Chambers is both more in line
with the expectations of commercial life and up-to-date;
therefore, it would be more appropriate to consider the
similarity of the fields of activity in infringement cases
regarding trade names.

3Yargitay 11. HD., E. 2015/12202 K. 2016/9661 T. 19.12.2016, Yargitay 11. HD.,, E. 2020/881 K. 2020/5377 T. 24.11.2020
4Yargitay 11. HD,, E. 2004/828 K. 2004/10546 T. 01.11.2004, Yargitay 11. HD., E. 2019/1319 K. 2020/1319T. 12.2.2020
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ILTiirk Ticaret Kanuna Gore “Tescilsiz” Ticaret
Unvaninin  Sonraki Tarihli Unvana Karsi
Korunmasi

Ticaret unvami ayn1 zamanda TTK’nin 54. ve 63.
maddeleri arasinda  diizenlenen haksiz  rekabet
hiikiimlerine gore de korunabilmektedir. Haksiz rekabet,
TTK’nin 54. maddesinde, “rakipler arasinda veya tedarik
edenlerle miisteriler arasindaki iligkileri etkileyen aldatict
veya diriistlik kuralma diger sekillerdeki aykiri
davraniglar ile ticari uygulamalar” olarak tanimlanmis ve
hukuka aykiri oldugu belirtilmistir. Bu dogrultuda, haksiz
rekabet; aldatici veya diiriistliik kuralina aykiri olarak
rekabetin  kotliye  kullanilmasi  olarak da ifade
edilebilmektedir.

Unvan sahibi, TTK 55/4 maddesine, “baskasinin mallari,
is Urlinleri, faaliyetleri veya igleri ile karistirilmaya yol
acan Onlemler almak” dayanarak ticaret unvaninin
korunmasini talep edebilecektir. Bu kapsamda, ticaret
unvanini kanuna uygun bir sekilde tescil eden tacir TTK
madde 52’de belirtilen 6zel korumadan yararlanacagi
gibi haksiz rekabet hiikiimlerinden de yararlanabilecektir.
Ancak, ticaret unvaninin tescil edilmemesi durumunda
unvan sahibi yalnizca haksiz rekabet hiikiimlerine
basvurabilecektir.

TTK madde 56 1s18inda, haksiz rekabet sebebiyle
miisterileri, kredisi, mesleki itibari, ticari faaliyetleri veya
diger ekonomik menfaatleri zarar géren veya boyle bir
tehlikeyle karsilasabilecek olan kimse; a)fiilin haksiz
olup olmadiginin tespitini, b) haksiz rekabetin men’ini, c)
haksiz rekabetin sonucu olan maddi durumun ortadan
kaldirilmasini, haksiz rekabet yanlis veya yaniltict
beyanlarla yapilmigsa bu beyanlarin diizeltilmesini ve
tecaviiziin Onlenmesi ig¢in kaginilmaz ise, haksiz
rekabetin iglenmesinde etkili olan araglarin ve mallarin
imhasini, d) kusur varsa zarar ve ziyanin tazminini, e)
Tiirk Borglar Kanununun 58 inci maddesinde 6ngoriilen
sartlarin ~ varliginda manevi tazminat verilmesini
isteyebilmektedir.
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II. Protection of '"Unregistered" Trade Name
Against A Subsequently Trade Name According
to Turkish Commercial Code

The trade name can also be protected under the
provisions of unfair competition, which are regulated
between Articles 54 and 63 of the Turkish Commercial
Code (TCC). Unfair competition is defined in Article 54
of the TCC as “Deceptive or other unfair practices and
commercial practices that violate the principle of good
faith or affect relationships between competitors or
between suppliers and customers" and it is stated that
such practices are unlawful. In this context, unfair
competition can also be referred to as the misuse of
competition in a deceptive or dishonest manner.

The owner of the trade name may seek protection based
on Article 55/4 of the TCC, which refers to "taking
measures that lead to confusion with the goods, products,
activities, or business of others." In this respect, a
merchant who registers their trade name in accordance
with the law will enjoy the specific protection provided
under Article 52 of the TCC, in addition to the provisions
on unfair competition. However, if the trade name is not
registered, the trade name holder may only seek remedies
under the unfair competition provisions.

TTK Article 56 provides that any person who has
suffered or is likely to suffer damage to his customers,
credit, professional reputation, commercial activities or
other economic interests due to unfair competition may
request: a) determination of whether the act is unfair; b)
prevention of unfair competition; ¢) elimination of the
material situation resulting from unfair competition; if
the unfair competition has been carried out with false or
misleading statements, correction of these statements and
destruction of the means and goods that have been
effective in committing the infringement if it is inevitable
to prevent the infringement; d) compensation for
damages and losses if there is fault; e) request for moral
compensation if the conditions set forth in Article 58 of
the Turkish Code of obligations are met.
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Onemle belirtmek gerekir ki, Yargitay igtihatlarinda
ticaret unvani bakimindan haksiz rekabet; hukuka aykir
sekilde baskasinin unvaninin tescilsiz kullanimi veya
terkin edilmesine ragmen ticaret unvanii kullanmaya
devam etmesi durumunda olusacagi kabul edilmektedir.
Ancak, ticaret unvaninin sicilden terkin edilinceye kadar
ki kullanim1 tescile dayali yasal bir kullanim olacagi i¢in
bu kullammim haksiz rekabet olusturmayacagi
belirtilmektedir. Bu kapsamda, Yargitay tarafindan
iltibasa sebebiyet veren ticaret unvaninin sicilden terkin
edilebilecegi ancak bu kullanimin haksiz rekabet
yaratmayacagi kabul edilmektedir. 5

IIL.Smai Miilkiyet Kanunu’na Gore Tescilli
Ticaret Unvanmmin Sonraki Tarihli Markaya
Kars1 Korunmasi

Siklikla ihtilaf konusu olan diger bir husus ise, ticaret
unvani ile bir sinai hak olan marka arasindaki
uyusmazliklardir. Bu kapsamda oOnemle belirtilmek
gerekir ki, ticaret unvani ve marka arasinda herhangi bir
oncelik veya tistlinliik iligkisi bulunmamaktadir. Nitekim,
Yiiksek Mahkeme tarafindan ticaret unvani ve marka
arasinda hukuki bir istiinliik olmadigi, bu kapsamda ayn
isaret farkli kigiler tarafindan farkli ayirt edici isaretlere
konu edilirse, bu durumda isareti ilk 6nce kullanan,
tanitan ve/veya tescil ettirene Oncelik taniacagi kabul
edilmektedir.6Dahasi, Yiksek Mahkeme’nin istikrarli bir
sekilde vurguladig1 6ncelik hakkina dayali koruma ilkest;
miilga Markalarin  Korunmas: Hakkinda Kanun
Hiikmiinde Kararname (“KHK”) ve 6769 sayili Sinai
Miilkiyet Kanunu (“SMK”) hiikiimlerine de yansimakta
olup, dncelik hakkina sahip olan isaret sahibine koruma
saglanmaktadir.

Buna iliskin olarak her ne kadar ticaret unvani TTK
hiikiimlerine gore korunmakta olsa da miilga KHK ve
SMK hiikiimleri de ticaret sirasinda kullanilan isaret,
fikri ve smai hak sahiplerinin haklarmin korunmasi igin
diizenlemeler icermektedir. Nitekim, SMK’nin 6.
maddesinde nispi red nedenleri diizenlenmis olup, isbu
madde kapsaminda sayilan hallerden birinin bulunmasi
durumunda marka basvurusunun hak sahibinin itirazi
iizerine reddedilecegi belirtilmistir.

5Yargitay 11. HD.,, E. 2015/12202 K. 2016/9661 T. 19.12.2016,
Yargitay 11. HD,, E. 2020/881 K. 2020/5377 T. 24.11.2020
¢ Yargitay HGK. E. 2007/11-965 K. 2007/961 T. 12.12.2007

It is important to note that, according to the precedents of
the Supreme Court, unfair competition with respect to a
trade name is deemed to occur when someone continues
to use a trade name unlawfully, either by using another
person's trade name without registration or by using it
despite its cancellation. However, it is stated that the use
of the registered trade name until it is removed from the
register will be considered a lawful use based on
registration, and therefore, this use will not constitute
unfair competition. In this context, it is accepted by the
Supreme Court that a trade name causing confusion may
be removed from the registry, but such use will not
constitute unfair competition.

III. Protection of a Registered Trade Name
Against Later-Dated Trademarks in Accordance
with the Industrial Property Law

Another issue that is frequently a subject of dispute is the
conflict between a trade name and a trademark, which is
an industrial property right. It should be strongly
emphasized that there is no priority or superiority
relationship between a trade name and a trademark.
Indeed, the Supreme Court has consistently decided that
there is no legal superiority between a trade name and a
trademark, and in this context, if the same sign is subject
to different distinctive marks by different persons, the
one who first uses and/or registers the sign will be
granted priority. Furthermore, the principle of protection
based on the right of priority, which the Supreme Court
has consistently emphasized, is also reflected in the
provisions of the repealed Decree Law on the Protection
of Trademarks ("Decree Law") and Industrial Property
Law No. 6769 ("IPL"), which provide protection to the
holder of the right of priority.

Although a trade name is protected under the provisions
TCC, Decree Law and IPL also contain regulations for
the protection of the rights of the owners of intellectual
and industrial property rights. Article 6 of the IPL
regulates the grounds for relative refusal and states that
the trademark application shall be refused upon the
objection of the right holder in the presence of one of the
circumstances listed in this article.
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Bu dogrultuda, ticaret unvanma dayali olarak marka
bagvurusuna itiraz edebilmek i¢in a) usuliine uygun
sekilde tescil edilen ticaret unvani b) bu ticaret unvaninda
yer alan ayirt edici ibare ile markada yer alan ayirt edici
ibarenin ayni/benzer olmasi c¢) ticaret unvaninin
kapsadig1 faaliyet alanlar1 ile marka basvurusunun
kapsadigi smiflarin ayni/benzer olmasi c)marka ile ticaret
unvant arasinda karigtirilma ihtimalinin  olusmasi
gerekmektedir. 7

Ogretideki bir goriise gore ise; sirket faaliyet konusunun
ana sozlesmede yer almasina ragmen sirketin ilgili
faaliyeti yiiriitmesi ve faaliyeti ileride yapacagimi dair bir
hazirhgmin olmamasi halinde marka tesciline engel
olmak istemesi bagta TMK nin diiriistliik ilkesine aykir
olacag1r kabul edilmektedir.8 Sirket ana sozlesmede
belirtilmeyen baska bir ticari faaliyet yiiriitmesi
durumunda ise ticaret unvani bu sektdr lizerinde tescilli
olmadigindan bahisle bu madde ile saglanan korumadan
yararlanamayacaktir.

Ayni zamanda, 6gretide SMK 6/6 hiikmii uyarinca unvan
sahibinin ticaret unvanina dayali olarak marka tescilinin
engellenebilmesi i¢cin marka basvurusu kapsamindaki
smiflar {lizerinde ticaret unvanin1 markasal olarak
kullanmasi gerekip gerekmedigine iliskin farkli goriisler
mevcuttur.  Nitekim, YASAMAN, SMK’nin 6/6.
maddesine dayanilarak; marka tescilinin
engellenebilmesi i¢in, unvanin bir biitiin halinde marka
olarak tescilinin istenmis olmasi gerektigi ve unvanin
sadece motto unsurunun tg¢ilincii kisilerce tescilinin
istenmesi durumunda unvan sahibinin bu unsuru 6/3.
madde kapsaminda markasal kullandigini ispat etmesi
gerektigini belirtmisti. COLAK ise unvan tescilinin
marka basvurusu kapsaminda yer alan mal veya
hizmetler bakimindan unvan bigiminde de olsa
kullanilmis olmasim1 SMK’nin 6/6 uyarinca marka
bagvurusuna kars1 itirazda bulunmasi i¢in yeterli olacagi
kanaatindedir. 9Yargitay ise 06.12.2017 sayili kararinda,
davacmin 556 sayili KHK'nin 8/5 maddesine dayali
olarak fiili kullanim1 aranmadan asil s6zlesme kapsami
itibariyle davali markasinin ayni/ aym tiir benzer
hizmetler yoniinden hiikiimsiizligiini talep
edebilecegine karar vermistir.10

In this regard, in order to object to a trademark
application based on a trade name, the following
conditions must be met: a) The trade name must be
registered in accordance with the legislation. b) The
distinctive elements contained in the trade name must be
the same or similar to the distinctive elements in the
trademark. c) The fields of activity covered by the trade
name must be the same or similar to the classes covered
by the trademark application. d) There must be a
likelihood of confusion between the trademark and the
trade name.

According to an opinion in the legal doctrine, even if the
related field of activity of the company is registered in the
articles of association of the company, but not actually
carried out, and there are no preparations for its future
execution, it is accepted that the intention to prevent the
registration of the trademark will be regarded as a
violation of the good faith principle under the TCC. If the
company engages in another commercial activity that is
not specified in its articles of association, it will not be
eligible for the protection granted by this provision, as its
trade name is not registered in this particular sector.

Moreover, there are different opinions in the doctrine as
to whether the owner of the trade name must use the trade
name as a trademark on the classes covered by the
trademark application in order to prevent the trademark
registration based on the article 6/6 of IPL. Indeed,
YASAMAN, based on article 6/6 of the IPL, stated that in
order to prevent the registration of a trademark, the trade
name must be requested to be registered as a trademark as
a whole, and if only the motto element of the trade name
is requested to be registered by third parties, the trade
name owner must prove that they have used the motto
element as a trademark within the scope of Article 6/3 of
IPL. COLAK, on the other hand, considers that even if
the trade name is not used as a trademark for the goods or
services covered by the trademark application, it will be
sufficient to file an opposition against the trademark
application under Article 6/6 of the IPL. In the decision of
Supreme Court dated 06.12.2017, the Supreme Court
decided that according to Article 8/5 of Decree Law. the
plaintiff has the right to request the invalidation of the
defendant's trademark solely based on the registration of
the trade name, without the need to prove the actual use
of the trade name as a trademark.

7Yargitay 11. HD., E. 2021/2359 K. 2022/6281 T. 26.9.2022, Yargitay Hukuk Genel Kurul, 21.09.2021

T.2017/2225E., 2021/1056 K., Yargitay 11. HD., E. 2016/10732 K. 2018/1362 T. 22.2.2018
8 Muhammet Mekin Durceylan s.1003, Bilge, 2015: 20

9 Ugur Colak, Tiirk Marka Hukuku, 5.555

°Yargitay 11. HD., E. 2016/4942 K. 2017/6938T. 6.12.2017
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Unvan sahibi ihtilafa konu marka basvurusuna karsi
stiresi igerisinde itiraz etmedigi durumda ise SMK’nin
25. maddesindeki atif sayesinde SMK 6/6 hiikmiine
dayal1 olarak ilgili markaya kars tescilini takiben marka
hiikiimsiizliigii davasi agabilmektedir.

C.Markanin Ticaret Unvanina Kars1 Korunmasi

L.Tescilli Markanmin Ticaret Unvanina Karsi
Korunmasi

Yukarida belirmis oldugumuz {izere, miilga KHK
doneminden itibaren; dnceki tarihli ticaret unvaninda yer
alan ayirt edici igaretin baskasi tarafindan marka olarak
tescil edilmesi kapsaminda ticaret unvanini korumak
amagli birden fazla hiikiim yer almaktaydi. Ancak, SMK
oncesi donemde markanin ticaret unvani olarak
kullanilmasi marka sahibinin 6nleyebilecegi kullanimlar
arasinda sayillmamaktaydi.

Bu kapsamda, SMK oncesi donemde, tescilli bir
markanin aynist veya benzerinin ticaret unvaninda
kullanilmasi durumuna iligskin herhangi bir yasal dayanak
bulunmadigr i¢in bu kullanimlarin marka hakkina
tecaviiz teskil etmedigi, nitekim her iki isaretin farkl
fonksiyonlara sahip oldugu ileri siiriilebiliyordu. Dahast,
Yargitay aksi yonde verdigi cok sayida karar olmasinda
ragmen 24.12.2015 tarihli kararinda, marka hakkina
dayali olarak ticaret unvaninin TTK’da belirtildigi
bicimde  unvan  olarak  kullanilmasina  engel
olunamayacagint ve marka ile benzerligi nedeniyle
unvanin terkin edilemeyecegine hitkmetmistir. 11

Ancak, Yargitay’in yerlesik ictihatlarinda genel kabul
goren gorlise gore; markanin ticaret unvanina karsi
korunmas1 bakimindan 6ncelikli olarak marka ile ticaret
unvaninda yer alan ayirt edici unsur arasindaki benzerlik
degerlendirilmesi ve marka tescilinin kapsadigt siniflar
ile ticaret unvanimn tescilli oldugu faaliyet konular
arasindaki benzerligi degerlendirilmesi yapilmaktaydi.
Akabinde ise, Onceki tarihli markanin sonraki tarihli
ticaret unvaninda yer almasi durumunda ikili bir ayrim
yapilarak kullanimin ticaret unvani kapsaminda mi1 yoksa
markasal kullanim kapsaminda kalip kalmadigi
degerlendirilmekteydi.

" Ugur Colak, Turk Marka Hukuku, s. 1188
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If the trade name owner does not object to the disputed
trademark application within legal timeframes, they may
file a trademark invalidation action based on Article 6/6
of the IPL even after the registration of the trademark,
thanks to the reference in Article 25 of the IPL.

C.Protection of Trademark Against Trade Name

I.Protection of a Registered Trademark against a
Trade Name

As mentioned above, as of the annuled Decree Law
period, there were several provisions to protect the trade
name within the scope of the registration of the
distinctive sign in the trade name as a trademark by
another person. However, in the period before the IPL,
the use of a trademark as a trade name was not among the
uses that the trademark owner could prevent.

In this context, in the pre-CML period, since there was no
legal basis for the use of the same or similar trademark in
a trade name, it could be argued that such use did not
constitute infringement of the trademark right, since both
signs had different functions. Moreover, although there
are many decisions of the Court of Cassation to the
contrary, in its decision dated 24.12.2015, the Court of
Cassation ruled that the use of the trade name as a trade
name as specified in the TCC cannot be prevented based
on the trademark right and that the trade name cannot be
cancelled due to its similarity with the trademark.

However, according to the generally accepted opinion in
the established jurisprudence of the Court of Cassation;
in terms of the protection of the trademark against the
trade name, the similarity between the trademark and the
distinctive element in the trade name and the similarity
between the classes covered by the trademark registration
and the fields of activity in which the trade name is
registered were evaluated. Subsequently, in the event that
an earlier trademark was used in a later trade name, a
binary distinction was made and it was evaluated whether
the use was within the scope of the trade name or within
the scope of trademark use.
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Bu dogrultuda, ticari bir adin, ticaret unvani olarak
kullanilmasi “unvansal kullanim” olarak adlandirilmakta
ve tiiketici igareti tacirin ticarette kullandigi ad olarak
algiltyor ise unvansal bir kullanimdan s6z edilmekteydi.
Diger bir yandan, ticaret unvaninin sicilde yazildig1 ve
kaydedildigi sekilden farkli olarak unvandaki bir
unsurun, farkli renkte, biiyilkk puntolarla ya da One
cikarilarak kullanilmasi durumunda ise artik “markasal
kullanimdan” bahsedilmekte ve ortalama tiiketicinin o
isareti bir mal veya uriiniin markas: olarak algilamakta
oldugu kabul edilmekteydi. Dahasi, markasal
kullanimdan s6z edebilmek i¢in kullanimin {iriin veya
hizmetler iizerinde olmasi zorunlu olmamakta; basili
fatura, kagitlar, ilam, ambalaj, lirlin ve hizmet {izerinde,
internet ortaminda, ticari tamitimlarindaki reklam ve
tanitim materyallerinde 1ilgili kullanimlarin  olmas1
durumunda da markasal kullanimin varligindan s6z
edilmekteydi. 12

Bu dogrultuda; Yargitay tarafindan Onceki tarihli
markanin sonraki tarihli ticaret unvaninda yer almasi
durumunda bu kullanimin marka hakkina tecaviiz teskil
etmesi i¢in ticaret unvanin tescil edildigi sekilden farkli
olarak markasal kullanilmas1 gerekmekteydi. Nitekim,
SMK oncesi donemde tescilli bir ticaret unvaninin tescil
edildigi sekilde birebir ayni olarak kullanilmasi marka
hakkina tecaviiz ve haksiz rekabet teskil etmemekte ve
unvan terkin edilmedik¢e de ticaret unvaninin
kullanilmas1 énlenemezdi.

Miilga KHK doéneminden farkli olarak SMK’nin 7/3-e
maddesinde ise isaretin ticaret unvani ya da isletme adi
olarak kullanilmasi durumunda marka sahibinin bu
kullanimi yasaklayabilecegi diizenlenmistir. Ancak SMK
7/3-e maddesinin yiiriirliige girmesinden sonra tescilli
ticaret unvani kullaniminin her durumda marka hakkina
tecaviiz olusturup olusturmayacagi ise hala tartismali bir
konu olup, netlik kazanmamustir.

2 Prof. Dr. Mehmet Emin Bilge, Marka ve Ticaret Unvani Arasinda iltibas, syf.12
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Accordingly, the use of a trade name as a trade name was
referred to as "trade name use", and if the consumer
perceived the sign as the name used by the merchant in
trade, it was referred to as a trade name use. On the other
hand, if an element in the trade name is used in a different
colour, in large font or prominently, different from the
way the trade name is written and registered in the
registry, it is now referred to as "trademark use" and it is
accepted that the average consumer perceives that sign as
a trademark of a good or product. Moreover, in order to
be able to speak of trademark use, it was not obligatory
for the use to be on goods or services; the existence of
trademark use was also mentioned in the case of the
relevant use on printed invoices, papers, notices,
packaging, products and services, on the internet, in
advertisements and promotional materials in commercial
promotions.

In this respect, the Court of Cassation held that the use of
a trade name different from the registered trade name was
required to constitute infringement of the trademark right
in the event that the earlier trade name was used in a later
trade name. As a matter of fact, in the period before the
IPL, the use of a registered trade name exactly the same
as it was registered did not constitute infringement of the
trademark right and unfair competition, and the use of the
trade name could not be prevented unless the trade name
was cancelled.

Unlike the abrogated Decree Law, Article 7/3-¢ of the
IPL stipulates that the trademark owner may prohibit the
use of a sign as a trade name or business name. However,
whether the use of a registered trade name after the entry
into force of Article 7/3-e of the IPL constitutes
infringement of the trademark right is still a controversial
issue and has not been clarified.
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COLAK, SMK’nin yiirlirlige girmesi ile bu tartigmalarin
gegerliliginin kalmadigini belirtmekte, nitekim SMK’nin
7/3-e maddesine gore igaretin ticaret unvani ya da isletme
ad1 olarak kullanilmasi1 eyleminin marka hakkina tecaviiz
olarak kabul edildigini vurgulamistir. Diger bir deyisle
ticaret unvanmin markasal kullanimi olup olmadigi
incelenmeksizin daha 6nceden tescil edilmis bir marka
nedeniyle, sonradan tescil edilen ticaret unvanin terkinin
arttk mimkiin kilindigin belirtmistir. Ayrica, 10 Ocak
2017 tarihinden 6nce agilmis olan davalar bakimindan ise
miilga KHK uygulanmaya devam edileceginden ticaret
unvaninin markasal kullanimi olup olmadig1 mahkemeler
tarafindan incelenecegini de vurgulamistir. 13

ARKAN, ticaret unvam veya isletme adi olarak
kullanilan benzer isaretin, yalnizca markasal kullanilmasi
durumunda degil, esasen markayla aym1 veya benzer
isaretin ticaret sirasinda diiriistce ve kullanan kisinin
ticari ve smai konulariyla ilgili olarak kullanilmadigi
hallerde, = markaya  tecaviiziin  gerceklesecegini
belirtmistir.

Ancak, onemle belirtmek gerekir ki, Yargitay 29.06.2020
tarihli kararinda Bolge Adliye Mahkemesi'nin ticaret
unvaninin ~ sadece unvan bi¢iminde kullanmasi
durumunda dahi marka hakkina tecaviiz teskil edecegi,
bu nedenle davali sirketin ticaret unvaninda yer alan
“....” ibaresinin davacilarin marka hakkina tecaviiz teskil
ettigine iligskin kararin1 bozarak SMK'nin 29/1-a hiikmii
ile yapilan yollama geregi m.7/3-e maddesinde yer alan
"igaretin ticaret unvan1 ve isletme adi olarak
kullanilmasi" hiikkmii isaretin markasal kullanilmasi
durumunda uygulanabilecegini, nitekim m.7/3'de isaretin
t